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SINGH, J.:

Before the Court is a Petition for Review[1] (Petition) under Rule 45 of the Rules of Court, assailing the
Decision,[2] dated August 26, 2020, of the Court of Appeals (CA) in CA-G.R. SP No. 154367. The CA reversed
the Decision,[3] dated December 20, 2017, of the Office of the Director General (ODG) of the Intellectual
Property Office of the Philippines (IPO) in Appeal No. 14-2016-0029, and reinstated the Decision,[4] dated
March 1, 2016, of the Bureau of Legal Affairs (BLA) of the IPO in IPC No. 14-2011-0029, which held that
petitioner ISCO Holding Corporation's (ISCO) use of the NIKON trademark is contrary to law.[5]

The Facts

On September 25, 2009, ISCO, a domestic corporation, filed a trademark application for "NIKON & DESIGN"
for use on home and household goods. ISCO's mark appears as follows:[6]

(image supposed to be here)[7]

The anchor in ISCO's mark is in blue color, while the word "Nikon" below it is in red.[8] The trademark
application was then published. Thereafter, on January 24, 2011, respondent Nikon Corporation (Nikon Corp.), a
foreign corporation, filed a Verified Notice of Opposition,[9] asserting that: (a) it was the true owner, prior
registrant, and user of the NIKON mark; (b) its NIKON mark is well-known; (c) ISCO's NIKON mark is
confusingly similar to its NIKON mark; and (d) it would be damaged if ISCO's NIKON mark was registered.[10]

Nikon Corp.'s NIKON mark, which is registered in the Philippines,[11] appears as follows:[12]

(image supposed to be here)[13]

Nikon Corp. likewise argued that its NIKON mark should be protected because it is also its business name or
trade name.[14] Moreover, the mere use by a third party of the NIKON mark will cause dilution and/or restrict the
expansion of its business.[15]

ISCO contended that Nikon Corp.'s Opposition should be dismissed on the ground of res judicata. ISCO cited two
cases previously decided by the IPO-BLA in 2006, both entitled Nikon Corporation v. Nikon Industrial
Corporation, wherein the IPO-BLA ruled that the NIKON mark can be used for household appliances without
infringing Nikon Corp.'s mark, since the latter is used only for cameras.[16]

The Ruling of the IPO-BLA

In its Decision, the IPO-BLA ruled in favor of Nikon Corp., sustaining the latter's Opposition, thus:

WHEREFORE, premises considered, the instant Opposition to Trademark Application No. 4-2009-009807 is
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hereby SUSTAINED. Let the filewrapper of the subject trademark application be returned, together with a
copy of this Decision, to the Bureau of Trademarks for information and appropriate action.

SO ORDERED.[17] (Emphasis in the original)

The IPO-BLA found that ISCO's mark is identical with that of Nikon Corp., and that ISCO's use of the mark is
likely to cause deception or confusion, would indicate a connection between its goods and that of Nikon Corp.,
and will mislead the public.[18] The IPO-BLA likewise sustained Nikon Corp.'s claim that its NIKON mark is a
well-known mark.[19]

Moreover, the IPO-BLA found that ISCO's use of the NIKON mark violates Section 165.3 of Republic Act No.
9283, or the Intellectual Property Code of the Philippines (IP Code), since the said mark is also Nikon Corp.'s
trade name.[20]

Dissatisfied with the IPO-BLA's ruling, ISCO appealed to the IPO-ODG, reiterating its claim that the principle of
res judicata applies in the present case, and that its goods and those of Nikon Corp. are unrelated. According to
ISCO, its use of the NIKON mark will unlikely mislead the public, and thus, it should be allowed to register it,
even though it is Nikon Corp.'s trade name.[21]

The Ruling of the IPO-ODG

In its Decision, the IPO-ODG granted ISCO's appeal, dismissing Nikon Corp.'s Opposition, thus:

Wherefore, premises considered, the appeal is hereby granted. The opposition must be dismissed.

Let a copy of this Decision be furnished the Director of Bureau of Legal Affairs for appropriate action. Further,
let also the Director of Bureau of Trademarks and the library of the Documentation, Information[,] and
Technology Transfer Bureau be furnished a copy of this [D]ecision for information, guidance, and records
purposes.

SO ORDERED.[22]

While the IPO-ODG found that the doctrine of res judicata does not apply to the present case, it nonetheless found
that there were noticeable differences between the Nikon Corp.'s and ISCO's marks. According to the IPO-ODG,
Nikon Corp.'s and ISCO's products are unrelated; thus, Nikon Corp. failed to establish that ISCO's use of the
NIKON mark will likely damage Nikon Corp.'s mark.[23]

Aggrieved, Nikon Corp. filed a Petition for Review before the CA.[24]

The Ruling of the CA

In the assailed Decision, the CA reversed the ruling of the IPO-ODG and reinstated the IPO-BLA ruling, thus:

WHEREFORE, the petition is GRANTED. The Decision[,] dated [December 20, 2017,] of the [IPO-ODG] in
Appeal No. 14-2016-0029 is hereby REVERSED and SET ASIDE. Accordingly, the Decision[,] dated [March
1, 2016,] in IPC No. 14-2011-0029[,] of the [IPO-BLA] is REINSTATED.

SO ORDERED.[25] (Emphasis in the original)

The CA found that Nikon Corp. has sufficiently established that ISCO's mark cannot be registered because it is
identical with, or confusingly similar to, Nikon Corp.'s registered and well-known mark. Moreover, even
assuming that Nikon Corp.'s mark is neither registered nor well-known, ISCO's application must still be denied
since the NIKON mark comprises Nikon Corp.'s trade name.[26]

The Issue
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Did the CA commit a reversible error in ruling that ISCO cannot validly register the NIKON trademark for
household goods and appliances?

The Ruling of the Court

Preliminarily, the Court has noted some procedural infirmities in the present Petition.

First, ISCO filed the present Petition for Review under Rule 43 of the Rules of Court.[27] This is patently
erroneous as Rule 43 pertains to "Appeals from the Court of Tax Appeals and Quasi-Judicial Agencies to the
Court of Appeals." Petitions for review filed before the Court must be filed under Rule 45 of the Rules of Court.

Second, ISCO filed a Supplement to Petition for Review[28] to further expound on issues already raised in the
Petition, and to take up other issues not presented in the Petition due to inadvertence, occasioned by shortness of
time available to ISCO's counsel, being a new counsel, to study and prepare the Petition.[29]

Rule 10, Section 6 of the Rules of Court provides for the rule on supplemental pleadings:

Section 6. Supplemental pleadings. — Upon motion of a party, the court may, upon reasonable notice and upon
such terms as are just, permit him or her to serve a supplemental pleading setting forth transactions,
occurrences or events which have happened since the date of the pleading sought to be supplemented. The
adverse party may plead thereto within [10] calendar days from notice of the order admitting the supplemental
pleading. (Emphasis supplied)

In order for a supplemental pleading to be admitted, it must set forth transactions, occurrences, or events which
have happened after the date of the pleading sought to be supplemented.[30]

In the present case, a careful review of ISCO's Supplement to Petition for Review reveals that it does not set forth
any supervening event that occurred after the filing of the Petition. It merely expounds on issues already raised in
the Petition. Thus, the Supplement to Petition for Review may not be admitted.

At any rate, even if the aforementioned procedural infirmities are ignored, the Petition should still be denied for
lack of merit.

Trademark owners have the right to exclude others from using their trademark

A trademark is any visible sign capable of distinguishing the goods of an enterprise.[31] It is "any distinctive
word, name, symbol, emblem, sign, or device, or any combination thereof, adopted and used by a manufacturer or
merchant on his goods to identify and distinguish them from those manufactured, sold, or dealt by others."[32]

More importantly, a trademark is an intellectual property protected by law.[33] As such, trademark owners are
accorded several rights, which are acquired through registration made validly in accordance with the provisions of
the IP Code.[34]

One of the rights of a trademark owner is the right to exclude others without the owner's consent from using their
trademark, or a confusingly similar mark which would result in a likelihood of confusion and financial injury to
the trademark owner.[35] This right is codified under Section 147 of the IP Code:

SEC. 147. Rights Conferred. – 1471.1. Except in cases of importation of drugs and medicines allowed under
Section 72.1 of this Act and of off-patent drugs and medicines, the owner of a registered mark shall have the
exclusive right to prevent all third parties not having the owner's consent from using in the course of trade
identical or similar signs or containers for goods or services which are identical or similar to those in respect of
which the trademark is registered where such use would result in a likelihood of confusion. In case of the use
of an identical sign for identical goods or services, a likelihood of confusion shall be presumed.
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. . . .

147.2. The exclusive right of the owner of a well-known mark defined in Subsection 123.1(e) which is
registered in the Philippines, shall extend to goods and services which are not similar to those in respect of
which the mark is registered: Provided, That use of that mark in relation to those goods or services would
indicate a connection between those goods or services and the owner of the registered mark: Provided further,
That the interests of the owner of the registered mark are likely to be damaged by such use.

In recognition of trademark owners' right to exclusive use, the IP Code provides for instances when a trademark
cannot be registered, thus:

SEC. 123. Registrability. – 123.1. A mark cannot be registered if it:

. . . .

(d) Is identical with a registered mark belonging to a different proprietor or a mark with an earlier filing or
priority date, in respect of:

(i) The same goods or services, or

(ii) Closely related goods or services, or

(iii) If it nearly resembles such a mark as to be likely to deceive or cause confusion;

(e) Is identical with, or confusingly similar to, or constitutes a translation of a mark which is considered by the
competent authority of the Philippines to be well-known internationally and in the Philippines, whether or not it is
registered here, as being already the mark of a person other than the applicant for registration, and used for
identical or similar goods or services: Provided, That in determining whether a mark is well-known, account shall
be taken of the knowledge of the relevant sector of the public, rather than of the public at large, including
knowledge in the Philippines which has been obtained as a result of the promotion of the mark;

(f) Is identical with, or confusingly similar to, or constitutes a translation of a mark considered well-known in
accordance with the preceding paragraph, which is registered in the Philippines with respect to goods or services
which are not similar to those with respect to which registration is applied for: Provided, That use of the mark in
relation to those goods or services would indicate a connection between those goods or services, and the owner of
the registered mark: Provided further, That the interests of the owner of the registered mark are likely to be
damaged by such use;

. . . . (Emphasis supplied)

The foregoing provisions under Section 123.1 of the IP Code are the ones that prohibit the registration of a
trademark which is identical or confusingly similar to a trademark already belonging to a person other than the
applicant for registration (existing trademark). In order to determine the proper basis for resolving the issue in the
present case, there is a need to clarify the applicability of Section 123.1 paragraphs (d), (e), and (f), respectively.

Section 123.1(e) and (f) are specific provisions as they refer to situations wherein the existing trademark is
well-known. On the other hand, Section 123.1(d) is a general provision as it does not make any distinction on
whether the existing trademark is well-known.

Thus, Section 123.1(d) applies when the existing trademark is not well-known. If the existing trademark is
well-known, Section 123.1(e) and (f) applies. This is consistent with the basic rule in statutory construction that
specific provisions prevail over general provisions.[36]

The Court will now discuss whether Nikon Corp.'s NIKON trademark is well-known.
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Nikon Corp.'s trademark is well-known

Under Section 123.1(e), to which Section 123.1(f) makes a reference, the well-known status of a trademark shall
be determined by a competent authority of the Philippines.

Rule 101(d)[37] of IPO Memorandum Circular No. 17-010, or the Rules and Regulations on Trademarks, Service
Marks, Trade Names, and Marked or Stamped Containers of 2017 (2017 Rules and Regulations) enumerates the
competent authorities that can declare a trademark as well-known, namely: (1) the courts, (2) the Director
General, and (3) the Director of the BLA. For a trademark to be declared as well-known, some of the criteria
under Rule 103 of the 2017 Rules and Regulations must be met,[38] thus:

RULE 103. Criteria for Determining Whether a Mark is Well-known. – In determining whether a mark is
well-known, the following criteria or any combination thereof may be considered:

(a) the duration, extent and geographical area of any use of the mark, in particular, the duration, extent and
geographical area of any promotion of the mark, including advertising or publicity and the presentation, at fairs
or exhibitions, of the goods and/or services to which the mark applies;

(b) the market share, in the Philippines and in other countries, of the goods and/or services to which the mark
applies;

(c) the degree of the inherent or acquired distinction of the mark;

(d) the quality, image or reputation acquired by the mark;

(e) the extent to which the mark has been registered in the world;

(f) the exclusivity of registration attained by the mark in the world;

(g) the extent to which the mark has been used in the world;

(h) the exclusivity of use attained by the mark in the world;

(i) the commercial value attributed to the mark in the world;

(j) the record of successful protection of the rights in the mark;

(k) the outcome of litigations dealing with the issue of whether the mark is a well-known mark; and

(l) the presence or absence of identical or similar marks validly registered for or used on identical or similar
goods or services and owned by persons other than the person claiming that the mark is a well-known mark.

Similarly, Rule 5 of IPOPHL Memorandum Circular No. 2025-009, or the Rules and Regulations for the
Declaration and Creation of the Register of Well-Known Marks (2025 Rules and Regulations), provides for the
same criteria for determining whether a trademark is well-known. However, it adds that the foregoing criteria or
any combination thereof may be taken into account in determining whether a trademark is well-known, but which
must include letters (a), (b), (c), and (d).[39]

Nevertheless, the 2025 Rules and Regulations recognize the well-known status of a trademark previously declared
as such by a competent authority.[40]

In the present case, the IPO-BLA declared Nikon Corp.'s NIKON trademark as well-known based on the
following evidence submitted by Nikon Corp.: copies of certificates of trademark registration in the Philippines,
list of registrations of its trademark in different countries, and other pieces of evidence relating to the extent of
sales and promotion of NIKON products.[41]
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The foregoing pieces of evidence show that Nikon Corp.'s NIKON trademark is registered, used, and promoted
not only in the Philippines, but also in other countries [criteria (a) — the duration, extent, and geographical area of
any use or promotion of the trademark; and criteria (e) — the extent to which the mark has been registered in the
world]. They also show the extent of global sales or market share of Nikon Corp.'s goods [criteria (b) — the market
share, in the Philippines and in other countries, of the goods to which the trademark applies].

With regard to criteria (c), i.e., the degree of inherent or acquired distinction of the trademark, the CA correctly
found that the NIKON trademark is highly distinctive, as it is a coined or fanciful term,[42] or that which has no
real meaning.[43] Here, the IPO-BLA found that the word "NIKON" is not an ordinary word in the English and
Filipino languages. Moreover, there is no evidence that the word is of common usage in the Philippines aside
from it being used as a trademark.[44] As such, the word "NIKON" has no real meaning, and is thus a coined or
fanciful mark. In Kolin Electronics Co., Inc. v. Kolin Philippines International, Inc.,[45] the Court held that a
coined or fanciful mark is a strong indication of the distinctiveness of the said mark.[46]

Furthermore, considering the worldwide use and registration of Nikon Corp.'s NIKON trademark, it has thus
acquired some degree of reputation worth protecting [criteria (d) — the quality-image or reputation acquired by the
trademark]. In Sehwani, Inc. and/or Benita's Frites, Inc. v. IN-N-OUT Burger, Inc.,[47] the Court held that the
reputation of the "IN-N-OUT" trademark is unmistakable, it being registered and used worldwide, and appearing
in magazines, newspapers, and the internet, thus satisfying the criteria of quality-image or reputation acquired by
a trademark in determining whether the said trademark is well-known.[48]

Moreover, as provided in Rule 103(k) above, the outcome of litigations dealing with the issue of whether a
trademark is well-known may be considered. In two previous cases, namely: (1) Nikon Corporation v. San Mateo
Rubber Corporation; and (2) Nikon Corporation v. Alfra Steel Industrial, Inc., the IPO-BLA has declared that
Nikon Corp.'s NIKON trademark has acquired a well-known status in the Philippines.[49]

The well-known status of Nikon Corp.'s NIKON trademark was also affirmed by the CA,[50] which is another
competent authority in determining whether a trademark is well-known.[51]

Notably, while the IPO-ODG, another competent authority, reversed the Decision of the IPO-BLA, it never made
any pronouncement on whether the NIKON trademark is well-known, much less contradict the finding that it is
well-known. The IPO-ODG focused on the alleged visual differences between Nikon Corp. and ISCO's
trademarks, and the use of the said trademarks on unrelated goods.[52]

Finally, Rule 14 of the 2025 Rules and Regulations provides that "[t]he declaration of well-known mark is prima
facie evidence of the well-known status of the mark. . . "[53]

In view of the foregoing, the Court sustains the IPO-BLA's finding, affirmed by the CA, that Nikon Corp.'s
NIKON trademark is well-known, as contemplated in Section 123.1(e) and (f) of the IP Code.

To bar registration, ISCO's NIKON trademark need not be used for goods similar or identical to those of Nikon
Corp.

In its Petition, ISCO cites Section 123.1(e), arguing that in order for its NIKON trademark to be barred from
registration, it must be used for identical or similar goods as those of Nikon Corp.[54]

The Court does not agree.

Section 123.1(e) pertains to well-known trademarks, whether or not registered in the Philippines. Under Section
123.1(e), a trademark cannot be registered if it is identical or confusingly similar to a well-known existing
trademark used for goods which are identical or similar to those with respect to which registration is applied
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for.[55]

On the other hand, Section 123.1(f) pertains to well-known trademarks registered in the Philippines. Under
Section 123.1(f), a trademark cannot be registered if it is identical or confusingly similar to a well-known existing
trademark used for goods which are not similar to those with respect to which registration is applied for.[56]

Both Sections 123.1(e) and (t) cover the situation wherein a well-known existing trademark is registered in the
Philippines. Meanwhile, the situation wherein a well-known existing trademark is not registered in the Philippines
is only covered under Section 123.1(e). Thus, if a well-known existing trademark is not registered in the
Philippines, a trademark which is identical or confusingly similar to it cannot be registered in the Philippines only
if both trademarks are used for identical or similar goods. On the other hand, if a well-known existing trademark
is registered in the Philippines, a trademark which is identical or confusingly similar to it cannot be registered,
whether or not both trademarks are used for identical or similar goods, subject to the qualifications under Section
123.1(f) if the goods are not identical or similar.

In the present case, there is no dispute that Nikon Corp.'s well-known NIKON trademark is registered in the
Philippines.[57] Thus, any trademark that is identical or confusingly similar to it cannot be registered, whether or
not the trademark sought to be registered is used for goods which are similar or identical to those for which Nikon
Corp.'s NIKON trademark is used.

Thus, there is no merit to ISCO's argument that its NIKON trademark must be used for goods which are identical
goods to those of Nikon Corp. in order to bar its registration.

ISCO and Nikon Corp.'s NIKON trademarks are used for goods which are not identical or similar

ISCO filed its trademark application for the NIKON trademark to be used on home and household goods and
appliances,[58] such as electric fans, oven toasters, etc. On the other hand, Nikon Corp.'s NIKON trademark is
used on cameras.[59]

Clearly, ISCO and Nikon Corp.'s products, for which their respective trademarks are used, are neither identical
nor similar. Thus, Section 123.1(f) of the IP Code shall apply.

Hence, in order to bar ISCO's registration of its NIKON trademark, it must be identical or confusingly similar to
Nikon Corp.'s NIKON trademark. In addition, the qualifications under Section 123.1(f) must likewise be satisfied,
i.e., (1) that use of the trademark in relation to the applicant's goods would indicate a connection between those
goods and the owner of the registered trademark; and (2) that the interests of the owner of the registered
trademark are likely to be damaged by such use.[60]

As will be discussed below, the foregoing requirements have been sufficiently established.

ISCO's and Nikon Corp.'s NIKON trademarks are confusingly similar

A side-by-side comparison of ISCO and Nikon Corp.'s NIKON trademarks is shown below:

(image supposed to be here)[61]

(image supposed to be here)[62]
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ISCO

Nikon Corp.

In its Petition, ISCO argues that its NIKON trademark is not confusingly similar to that of Nikon Corp., citing the
IPO-ODG's finding of differences between ISCO's and Nikon Corp.'s NIKON trademarks, primarily due to the
design of an anchor enclosed in a circle that is included in ISCO's NIKON trademark, thus:

At a glance[,] one can see the differences in these marks. While they both contain the word "NIKON[,"] the
Appellant's [ISCO] mark has noticeable differences from that of the Appellee [Nikon Corp.] The Appellee's
[Nikon Corp.] mark is solely the word "NIKON[,"] while the Appellant's [ISCO] mark consists not only of the
word "NIKON[,"] but includes the design of an anchor enclosed in a circle. Moreover, the Appellant [ISCO]
has also filed color claims of blue and red that further distinguished its mark from that of Appellee [Nikon
Corp.] Thus, the presence of the similar term "NIKON" in the parties' respective mark is not sufficient to
conclude that the marks of the Appellant [ISCO] and Appellee [Nikon Corp.] are confusingly similar.[63]

The Court does not agree.

In Kolin Electronics Co., Inc. v. Kolin Philippines International, Inc.,[64] the Court has clarified that the
Dominancy Test, which is explicitly incorporated in Section 155.1 of the IP Code, should be used in determining
whether two trademarks are confusingly similar.[65]

Section 155.1 of the IP Code provides:

SECTION 155. Remedies; Infringement. - Any person who shall, without the consent of the owner of the
registered mark:

155.1. Use in commerce any reproduction, counterfeit, copy, or colorable imitation of a registered mark or the
same container or a dominant feature thereof in connection with the sale, offering for sale, distribution,
advertising of any goods or services including other preparatory steps necessary to carry out the sale of any
goods or services on or in connection with which such use is likely to cause confusion, or to cause mistake, or
to deceive; or

. . . .[66]

Under the Dominancy Test, greater weight is given to the similarity of the appearance of the product arising from
the adoption of the dominant features of the registered mark, disregarding minor differences. Courts will consider
more the aural and visual impressions created by the marks in the public mind, giving little weight to factors like
prices, quality, sales outlets and market segments.[67] In determining resemblance of marks, the appearance,
sound, meaning, and overall impressions generated by the marks shall be considered.[68]

In Societe Des Produits Nestle, SA. v. Dy, Jr.,[69] the Court declared that the subject marks are confusingly
similar based on the Dominancy Test because the mark "NANNY" contains the dominant feature "NAN" and
because the subject marks are aurally similar, i.e., they sound similar when pronounced, thus:

Applying the dominancy test in the present case, the Court finds that "NANNY" is confusingly similar to
"NAN." "NAN" is the prevalent feature of Nestle's line of infant powdered milk products. It is written in bold
letters and used in all products. The line consists of PRE-NAN, NAN-H.A., NAN-1, and NAN-2. Clearly,
"NANNY" contains the prevalent feature "NAN." The first three letters of "NANNY" are exactly the same as
the letters of "NAN." When "NAN" and "NANNY" are pronounced, the aural effect is confusingly similar.[70]

In Kolin Electronics Co., Inc., the Court held that Kolin Philippines International, Inc.'s "kolin" trademark
resembles Kolin Electronics Co., Inc.'s KOLIN trademark because they are phonetically and aurally the same,
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thus:

Applying the Dominancy Test here, KPII's mark resembles KECI's KOLIN mark because the word "KOLIN"
is the prevalent feature of both marks. Phonetically or aurally, the marks are exactly the same. Surely, the
manner of pronouncing the word "KOLIN" does not change just because KPII's mark is in lowercase and
contains an italicized orange letter "i". In terms of connotation and overall impression, there seems to be no
difference between the two marks.[71]

In determining the dominant feature of a trademark, the Court may consider the signs, color, design, peculiar
shape or name, or some special, easily remembered earmarks of the brand that readily attracts and catches the
attention of the ordinary consumer.[72] In UFC Philippines, Inc. v. Barrio Fiesta Mfg. Corp.,[73] what the Court
considered as the dominant feature of the trademark involved was the first word or figure that catches the eyes or
that part which appears prominently to the eyes and ears.[74]

In the present case, ISCO and Nikon Corp.'s NIKON trademarks both include the identical word "NIKON."
Obviously, the word "NIKON" in Nikon Corp.'s NIKON trademark is its dominant feature, as it is the only word
in the mark. On the other hand, the word "NIKON" in ISCO's NIKON trademark is its dominant feature as it is
also the only word in the mark. Comparing the dominant features of both trademarks, i.e., the word "NIKON,"
they are spelled exactly the same, only differing on their font styles and sizes. They are both written in bold and
capital letters. Moreover, when pronounced, they also sound the same.

In contrast to the Dominancy Test, the Holistic or Totality Test necessitates a consideration of the entirety of the
trademarks as applied to the products, including the labels and packaging, in determining confusing similarity.
The discerning eye of the observer must focus not only on the predominant words, but also on the other features
appearing on both labels so that the observer may draw conclusion on whether one is confusingly similar to the
other.[75]

However, the use of the Holistic or Totality Test in determining the resemblance of trademarks has already been
abandoned.[76] Thus, ISCO cannot rely on minor dissimilarities between the appearances of its NIKON
trademark and that of Nikon Corp., as such dissimilarities do not outweigh the blatant similarities in their general
features.[77]

As correctly found by the IPO-BLA, the design of the blue anchor inside a circle with the word "NIKON" in red
ink, found in ISCO's NIKON trademark, does not provide a distinct feature sufficient to recognize the said
trademark independently from that of Nikon Corp.'s trademark.[78] Thus, the said design of the anchor inside a
circle found in ISCO's NIKON trademark can be considered as a minor difference which may be disregarded in
determining the confusing similarity between ISCO and Nikon Corp.'s NIKON trademarks, pursuant to the
Dominancy Test.

In view of the foregoing, the Court finds that there is a confusing similarity between ISCO and Nikon Corp.'s
NIKON trademarks.

The use of the NIKON trademark in relation to ISCO's goods would indicate a connection between those goods
and Nikon Corp.

Under the circumstances of the present case, it may be reasonably concluded that ISCO's use of its NIKON
trademark on its goods will indicate a connection to Nikon Corp. Due to the well-known status of Nikon Corp.'s
NIKON trademark used for its cameras, consumers, when they hear the word "NIKON," will think about Nikon
Corp.'s cameras, and not ISCO's household appliances.

As correctly held by the CA, if ISCO will be allowed to use its NIKON trademark, there is a possibility that the

BATAS.org - Philippine Law Library G.R. No. 256002, November 17, 2025

© 2026 batas.org  ·  Philippine Bar Review & Law-School Companion Page 9 of 16

Study hands-free: podcast-style lessons with read-along highlighting - batas.org



purchasing public will attribute ISCO's goods to Nikon Corp., and think that Nikon Corp. has expanded its
business into household appliances.[79]

Nikon Corp.'s interests are likely to be damaged by ISCO's use of its NIKON trademark

In Suyen Corporation v. Danjaq LLC,[80] the Court held that damages under Section 123.1(f) of the IP Code is
present when there is trademark dilution.[81] Trademark dilution is defined as follows:

Trademark dilution is the lessening of the capacity of a famous mark to identify and distinguish goods or
services, regardless of the presence or absence of: (1) competition between the owner of the famous mark and
other parties; or (2) likelihood of confusion, mistake or deception. Subject to the principles of equity. the
owner of a famous mark is entitled to an injunction "against another person's commercial use in commerce of a
mark or trade name, if such use begins after the mark has become famous and causes dilution of the distinctive
quality of the mark." This is intended to protect famous marks from subsequent uses that blur distinctiveness of
the mark or tarnish or disparage it.[82]

In Suyen, the Court identified two kinds of trademark dilution, namely: (1) dilution by blurring, and (2) dilution
by tarnishment.[83]

Dilution by blurring means "association arising from the similarity between a mark or trade name and a famous
mark that impairs the distinctiveness of the famous mark. In determining whether a mark or trade name is likely to
cause dilution by blurring, the court may consider all relevant factors, including the following:

(i)

the degree of similarity between the mark or trade name and the famous mark.

(ii)

the degree of inherent or acquired distinctiveness of the famous mark.

(iii)

the extent to which the owner of the famous mark is engaging in substantially exclusive use of the mark.

(iv)

the degree of recognition of the famous mark.

(v)

whether the user of the mark or trade name intended to create an association with the famous mark.

(vi)

any actual association between the mark or trade name and the famous mark."[84]

Dilution by tarnishment, on the other hand, means "association arising from the similarity between a mark or trade
name and a famous mark that harms the reputation of the famous mark."[85]

In the present case, there is trademark dilution by blurring, as some of the factors enumerated above have been
duly established.

First, with regard to factor (i), the high degree of similarity between ISCO and Nikon Corp.'s NIKON trademarks,
has been established through the Dominancy Test.[86]

Second, factors (ii) and (iv) have been established through the IPO-BLA and CA's pronouncement that Nikon
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Corp.'s NIKON trademark is well-known.[87]

In summary, the Court finds that: (1) Nikon Corp.'s NIKON trademark is well-known and is registered in the
Philippines; (2) ISCO and Nikon Corp.'s goods on which their NIKON trademarks are used are neither identical
nor similar; (3) ISCO and Nikon Corp.'s NIKON trademarks are confusingly similar; (4) ISCO's use of its
NIKON trademark would indicate a connection between its goods and Nikon Corp.; and (5) Nikon Corp.'s
interests are likely to be damaged by ISCO's use of its NIKON trademark.

Thus, ISCO's NIKON trademark cannot be registered, pursuant to Section 123.1(f) of the IP Code.

ISCO's NIKON trademark cannot be registered because it constitutes Nikon Corp.'s trade name

The IP Code protects trade names even if they are not registered. Thus, Section 165.2 of the IP Code provides:

Section 165. Trade Names or Business Names. –

. . . .

165.2. (a) Notwithstanding any laws or regulations providing for any obligation to register trade names, such
names shall be protected, even prior to or without registration, against any unlawful act committed by third
parties.

165.2. (b) In particular, any subsequent use of the trade name by a third party, whether as a trade name or a
mark or collective mark, or any such use of a similar trade name or mark, likely to mislead the public, shall be
deemed unlawful.[88] (Emphasis supplied)

Based on the above-quoted provision, a new trademark cannot be registered if it constitutes an existing trade name
belonging to another person or entity, if the use of such new trademark will likely mislead the public.

Whether a trademark causes confusion and is likely to deceive or mislead the public hinges on "colorable
imitation," which has been defined as "such similarity in form, content, words, sound, meaning, special
arrangement or general appearance of the trademark or trade name in their overall presentation or in their essential
and substantive and distinctive parts as would likely mislead or confuse persons in the ordinary course of
purchasing the genuine article."[89]

In the present case, the word "NIKON," which appears on both ISCO and Nikon Corp.'s trademarks, also
constitutes the trade name of Nikon Corp.[90] Moreover, through the dominancy test, the Court has established
ISCO's colorable imitation of Nikon Corp.'s NIKON trademark, arising from the opposing trademarks' glaring
similarity as to words, sound, and general appearance.

Thus, ISCO cannot register its NIKON trademark, which constitutes Nikon Corp.'s trade name, as it would likely
mislead the public.

ACCORDINGLY, the Petition for Review is DENIED. The Decision, dated August 26, 2020, of the Court of
Appeals in CA-G.R. SP No. 154367 is AFFIRMED.

SO ORDERED.

Caguioa (Chairperson), Inting, Gaerlan, and Dimaampao, JJ., concur.
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