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GAERLAN, J.:

This is a Petition for Review on Certiorari[1] under Rule 45 of the Rules of Court, as amended, assailing the
Decision[2] dated September 12, 2024 and the Resolution[3] dated July 15, 2025 of the Court of Appedls, in CA
G.R. SP No. 183286. Said rulings denied the petition for review filed by Adama Resorts and Hotels, Inc. (Adama)
against the February 21, 2024 Decision[4] of the Office of the Director Genera (ODG) of the Intellectua
Property Office of the Philippines (IPOPHL) in Appeal No. 14-2023-0033.

Petitioner Adama and respondent Prime Smartech Appliances Corporation (Prime) are both Philippine
corporations. Adama is engaged in the hotel and resort business, while Prime is engaged in the distribution and
sale of electric appliances.[5]

On May 5, 2019, Adama registered the trademarks KURA HOTEL and KURA RESORT with the IPOPHL, under
Nice product class 32 (beer and certain non-alcoholic beverages) and Nice service classes 39 (transport,
packaging and storage of goods, travel arrangement), 41 (education, training, entertainment, sporting & cultural
activities), 43 (provision of food and drink, temporary accommodation), and 45 (personal and social services),[6]
as shown below:

(image supposed to be here)

On April 21, 2020, Prime applied for registration of the trademark KURA under product class 11 (air
conditioners),[ 7] as shown below:

(image supposed to be here)

Adama opposed the application,[8] arguing that Prime's mark is confusingly similar to its KURA HOTEL and
KURA RESORT marks, as they share the same dominant feature (the word "KURA"™) and use almost identical
font styles. The word KURA dominates all marks both visually and aurally, such that they will all look and sound
like "KURA" to an ordinary purchaser, moreso since Prime's mark is for a product that is widely used in Adama's
business.[9] Adama further claimed that the registration of Prime's mark will cause both product and source
confusion, since air conditioners are related to the hotel and resort business. Ordinary purchasers may mistake
Prime's air conditioners as being made by Adama, and Adama's hotels and resorts as being operated by Prime.[10]

Prime answered that its mark is dissimilar to Adama's marks in terms of appearance, style, and composition. The
likelihood of confusion is negligible because air conditioners and hospitality services are sold in different
ways.[11]

On December 21, 2022, the IPOPHL Bureau of Legal Affairs (IPOPHL-BLA) issued a Decision[12] sustaining
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Adama's opposition and directed the return of Prime's application to the Bureau of Trademarks for appropriate

action.[13] The IPOPHL-BLA adjudicator sustained Adama's claim of confusing similarity. The KURA element

dominates al other elements in the marks and is the one most likely to be processed and retained in the minds of

ordinary purchasers.[14] Confusion is still likely despite the difference in product class, as the word KURA is a
coined word with no lexical content, and no other Philippine—registered mark uses it for any other product class.
In fine, Prime's mark fails to sufficiently distinguish its products from Adamas.[15]

Prime appealed to the IPOPHL-BLA Director,[16] arguing that the BLA adjudicator erred in: 1) finding that
"KURA" isa coined word with no lexical content, as it has meaningsin several languages;[17] 2) disregarding the
difference in the overall appearance of the competing marks;[18] 3) not applying the holistic test in finding
confusing similarity between the marks;[19] 4) finding a likelihood of confusion despite the lack of direct
competition and relation between the products covered by the competing marks.[20] Adama riposted that: 1) its
marketing team coined "KURA" with no knowledge of or intent to refer to its meaning in any language, so its
marks still fall within the ambit of arbitrary marks, as any of the meanings of the word "KURA" bear no relation
to the service for which the mark is used;[21] 2) the holistic test has already been abandoned;[22] 3) there is
likelihood of confusion of goods and confusion of business despite the dissimilarities in the main features and
product coverage of the competing marks, since air conditioners are a part of the service class covered by
Adama's marks, and difference in product coverage does not preclude the existence of confusing similarity
between marks.[23]

On May 30, 2023 the IPOPHL-BLA Director rendered a Decision[24] dismissing Prime's appeal. The
IPOPHL-BLA Director affirmed the reasoning of the BLA adjudicator, holding that there is a likelihood of
confusion between the competing marks since they share the dominant feature "KURA" and pertain to connected
products.[25] The IPOPHL-BLA Director also upheld the arguments raised by Adama in its comment on Prime's
appeal [ 26]

Prime elevated the matter to the IPOPHL-ODG, still asserting that the holistic test may still be applied and thereis
no likelihood of confusion since air conditioners are not necessarily related to the hotel and resort business. The
IPOPHL-BLA Director's decision even admitted that the products covered by the competing marks are not closely
related to each other. Prime also points out the weakness of Adama's marks, claiming that there are 52 active
registered marks containing the word "KURA" under Nice class 43 in the World Intellectual Property
Organization (WIPO) trademark database, while there are only three such marks under Nice class 11.[27]

On February 21, 2024, the IPOPHL-ODG rendered a Decision[28] granting Prime's appeal.[29] The ODG found
no likelihood of confusion because air conditioners are not within the normal potential expansion of Adama's
business. There can be no confusion of goods or business because Adama and Prime have different product lines
and businesses:;

[T]here is a clear disparity of the goods and services offered by [Prime] and [Adama]. It is uncommon for a
hotel establishment to expand its business to electronic products or cooling apparatus and incorporate its mark
to the latter. Considering the variety and prices of air-conditioning apparatus in the market, an ordinary
consumer is more likely to be more cautious in purchasing one. The same could be applied to the services
provided by [Adama]. It is unlikely for a casual buyer to associate an air-conditioning apparatus to the services
provided by a luxury hotel and resort. The ordinary purchaser must be credited with at least a modicum of
intelligence and will most likely be discerning in purchasing or availing goods or services.[30]

Adamafiled a Rule 43 petition with the CA, arguing that: 1) the protection afforded by its marks should extend to
air conditioners under the normal expansion of business principle because its "business includes the provision of
good ventilation and comfort to its clientele, which necessarily includes the usage of air conditioning units® in
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tropical countries such as the Philippines;[31] 2) the ODG failed to consider the fact that Prime's mark shares the
same dominant feature as its marks;[32] and 3) there is likelihood of business or source confusion since Adama's
marks cover luxury hotels and resorts where air conditioning is a main feature.[ 33]

Commenting on the petition, Prime argued that: 1) the protection afforded by Adama's marks should extend only
to the product classes covered by its Certificate of Registration;[34] 2) the ODG correctly ruled that the parties
products are unrelated;[35] 3) the marks are not confusingly similar under the holistic test;[36] and 4) the ODG
correctly found no likelihood of confusion given the lack of relation between the parties products,[37] the
sophistication of the prospective consumers of such products,[38] and the existence of marks under the same
service classes in other jurisdictions that also use the word KURA.[39]

The CA denied Adama’s petition. It determined the likelihood of confusion based on the factors raised in the
parties pleadings: 1) the resemblance of the parties' marks; 2) the relation of Adamal's services with Prime's goods
and the normal potential expansion of their respective businesses; 3) the good faith of Prime's application; and 4)
the ordinary purchaser's discernment in purchasing or availing of the goods or services.[40]

Agreeing with Adama, the CA ruled that the sole test for determining similarity of marks under the IP Code is the
dominancy test, and that the competing marks at bar share the word KURA as their dominant feature. The CA
however ruled that commonality of dominant featuresis not equivalent to likelihood of confusion, which must be
determined using all the factors raised by the parties.[41]

The CA sustained the ODG's findings regarding the relation of the parties' products and the scope of the normal
potential expansion of their businesses, finding that "it is uncommon for a hotel business to expand its business to
electronic products such as air-conditioners."[42] The CA further held that Adama "unduly conflated" the
provision of ventilation with the sale and distribution of air conditioners, finding the supposed link between the
two businesses tenuous.[43] There was likewise no proof that Prime knew about Adamas marks when it
registered its own KURA mark.[44]

Finally, the CA sustained the ODG's ruling on the likelihood of confusion between the competing products in the
general impression of ordinary buyers. Since air conditioners are relatively expensive goods that are bought
infrequently, ordinary purchasers will exercise greater prudence in buying air conditioners. All told, there is there
is no likelihood of confusion between the competing marks despite the commonality in their dominant
feature.[45]

Adama thus elevated the matter to this Court, arguing that the CA erred in: 1) not giving due weight to its
statutory right as a holder of registered marks; 2) disregarding the identity of the competing marks dominant
features and focusing solely on the differing goods and/or services of the parties; 3) ruling that there is no
proximity between the goods or services of the parties and, thus finding no confusion of business or source; 4)
disregarding the Doctrine on Natural Expansion of Business; 5) failing to apply totality of circumstances in
assessing the likelihood of confusion; and 6) giving credence to Prime's good faith defense.[46]

The errors raised by Adama all boil down to one issue: Is the registration of Prime's KURA mark likely to cause
confusion between its air conditioners and the hotel and resort services and products offered by Adama under its
KURA HOTEL and KURA RESORT marks?

Review under Rule 45 is limited to questions of law clearly set forth in the petition.[47] The likelihood of
confusion between two trademarks is a question of fact, or at the very least, a mixed question of fact and law, asit
requires consideration not only of the audiovisual design of the competing marks, but also the economic and
operational circumstances of the businesses selling the goods or services covered by said marks.[48] This is
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evinced by the very factors that the CA considered in deciding Adama's petition.
In any case, We find no reversible error in the CA' s Decision.

Section 123.1(d)(ii) of the Intellectual Property (IP) Code prohibits the registration of a mark that isidentical with
aprior mark in respect of closely related goods and services, while Section 123.1(d)(iii) of the same code bars the
registration of a mark that nearly resembles a prior mark as to be likely to deceive or cause confusion. In Kolin
Electronics Co., Inc. v. Kolin Phils. Int'l, Inc.[49] (Kolin 2-2021), the Court employed a multifactor test to
determine the registrability of a mark similar to one previously registered. It first referred to the factors expressly
mentioned in the IP Code, i.e., the degree of the similarity between the marks, under Section 155.1, and second,
the relatedness of the goods and services covered by the marks, as laid down in Section 123.1(d)(ii).

As regards similarity between marks, Prime's insistence on applying the holistic test is incorrect, Kolin 2-2021
having declared such test abandoned in this jurisdiction by its omission in the IP Code and the enshrinement of
the dominancy test in Section 155.1 thereof, which defines infringement as the colorable imitation of a registered
mark or a dominant feature thereof.[50] Here, the three levels of the IPOPHL adjudicative machinery and the CA
al agreed that Prime and Adama's marks are visually and aurally similar insofar as they share the word KURA as
the dominant feature. The Court is bound by such finding.

However, in line with the multifactor approach laid down in Kolin 2-2021, the determination of confusing
similarity between marks does not stop at a comparison of their aesthetic and semiotic characteristics. The other
statutory factor—relatedness of goods or services—must also be considered.

Goods and services are considered related for purposes of trademark registration when they have some functional
or economic relation or similarity to another which is likely to cause confusion as to their source among ordinary
purchasers if they were to be covered by the same mark or similar marks.[51] Case law lists severa factors
determinative of relatedness, such as the business and the location to which the goods belong; the class of product
to which the goods belong; the product's quality, quantity, or size; the nature of the product's packaging, wrapper
or container; the nature and cost of the articles; the descriptive properties, physical attributes or essentia
characteristics with reference to their form, composition, texture or quality; the purpose of the goods; whether the
goods are daily household items bought for immediate consumption; the fields of manufacture; the conditions
under which the article is usually purchased; the channels of trade through which the goods flow; how they are
distributed, marketed, displayed and sold;[52] probable purchaser attitude and habits; retail outlets, and
commercial impression likely to be conveyed by the marks if used in conjunction with the respective goods of the
parties.[53]

Clearly, the relatedness of products or services covered by competing marks is a question of fact[54] outside the
scope of a Rule 45 petition. Nevertheless, in view of the divergence of opinion within the IPO, We find that the
hotel and resort services covered by Adama's marks are not so related to Prime's air conditioners as to bar the
registration of the latter's KURA mark. There is a fundamental difference between air conditioners and hotel or
resort services. The former is a machine; a discrete and tangible commodity which is sold and packaged
individually. The latter is a collection of services, i.e, "useful labor that does not produce a tangible
commodity,"[55] a set of "particular skills that [a particular set of persons have] and can offer to others,” or "a
business that offers a particular type of help or work."[56] Hotel and resort services include not only the provision
of room and board, but also the collection of tasks necessary and auxiliary thereto, including, but not limited to,
the furnishing and upkeep of rooms, the "offering and accepting of room reservations or bookings,"[57] and the
provision of security to the persons and possessions of their guests.[58] Air conditioners are semi-permanent
fixtures which are usually marketed and sold through physical stores or internet retail platforms.[59] They are
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installed and used not only in hotels and resorts, but in any enclosed structure where electricity may be supplied
and ventilation and conditioning of the ambient air is necessary or desirable.[60] Indeed, space cooling and
ventilation is one of the top three primary uses of residential electricity consumption in the Philippines.[61]
Meanwhile, most hotel and resort services can only be availed of at the hotel or resort itself, usually through prior
reservation.[62] Such services cannot be readily purchased in physical stores in the same way as air
conditioners.[63] Even the internet platforms for the sale of air conditioners and the booking of hotel reservations
are usually distinct and separate.[64]

Adama claims that air conditioners are complementary to the services covered by its marks because air
conditioners are a "main feature'[65] of its facilities. However, complementarity under the law on trademarks
pertains to complementarity or commonality not only of use, but also of marketing channels and appeal to
purchasers.[66] While both air conditioners and hotel/resort services indeed provide a certain level of comfort to
guests, there is also nothing inherent in the nature of hotel and resort operations which precludes other means of
space cooling or ventilation. Furthermore, Adama failed to support its claims that its services are bought and sold
through the same marketing channels, or cover the same market, as Prime's air conditioners.

Aside from similarity of marks and proximity of products or services, the other components of the multifactor test
as set forth in Kolin 2-2021 are: 1) the strength of the plaintiff's mark; 2) the likelihood that the plaintiff will
bridge the gap, or the "possibility that the plaintiff will expand its product offerings to cover the product areas of
the defendant;" 3) evidence of actual confusion; 4) the defendant's good faith in adopting the mark; 5) the quality
of defendant's product or service; and 6) the sophistication of the buyers.[67] These are all factual matters outside
the scope of a Rule 45 review, and We find no reversible error on the ODG and the CA's part in their
consideration of the same.

First, We find that Adama's marks based on the word KURA should be considered arbitrary marks, since the
listed meanings of said word[68] bear little to no relation to hotel and resort services.[69] Being less distinctive
than only coined and fanciful marks, arbitrary marks rank high in the mark strength continuum and therefore
enjoy broad protection.[70] However, the other factors all militate against Adama.

Second, the CA found no bad faith in Prime's registration, as it was filed without prior knowledge of Adama's
marks.[71] Bad faith in trademark registration means knowledge of prior creation, use, or registration of an
identical or similar mark.[72] Here, Adama merely charges Prime with knowledge of the KURA RESORT and
KURA HOTEL marks by virtue of their prior registration.[73] No other evidence was adduced to prove that
Prime deliberately copied Adama's marks.

Third, Adama likewise submitted no evidence of actual confusion. While not required, proof of actual confusion
is nevertheless given great weight as the law uses mere likelihood of confusion as the base parameter for
determining trademark similarity.[74]

Fourth, as correctly posited by the ODG and the CA, the natural potential expansion of Adama's business does not
cover air conditioners. The normal or natural potential expansion doctrine extends the protection afforded by
trademarks "to al cases in which the use... of a[similar] trade-mark or trade-nameis likely to lead to a confusion
of source, as where prospective purchasers would be misled into thinking that the complaining party has extended
his business into the field...; or when it forestalls the normal potential expansion of his business."[75] The field of
normal potential of expansion of a business corresponds to the set of goods and services related to those covered
by its marks.[76] As discussed above, air conditioners are not closely related to hotel and resort services as would
be likely to cause source confusion among buyers. More importantly, Adama does not adduce any evidence to
provethat it isnormal for luxury resorts and hotels to expand into the business of selling air conditioners.
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Lastly, We consider the sophistication of the buyers, specifically "the ordinary purchaser, buying under the
normally prevalent conditions in trade and giving the attention such purchasers usually give in buying that class of
goods."[77] As explained above, air conditioners and hotel/resort services are purchased and used very
differently. Adama's hotel and resort services cannot be bought in the same stores as Prime's air conditioners, and
vice versa. Both are expensive and may even be considered luxury goods[78] and therefore command a higher
level of care and attention when purchasing. Notably, air conditioners are subject to the Philippine Energy
Labeling Program, which requires every air conditioner unit sold in the market to bear a specifically-designed
label indicating the brand, product model, and energy efficiency specifications of the unit being sold.[79]
Furthermore, the parties competing marks are both composite marks. While they share a common dominant
feature, the marks aso have distinct ancillary features which ordinary purchasers of air conditioners and
hotel/resort services will tend to notice. Prime's KURA mark includes a prominent half-snowflake design which is
absent from Adamas marks, while Adama's marks include an emblem showing a geometric pattern of lines
enclosed within a circle, which is likewise absent from Prime's mark. The competing marks aso use different
colors and font styles. All told, the likelihood of ordinary purchasers confusing Prime's KURA brand air
conditioners as having been manufactured or sold by Adamas KURA resorts or hotels is not enough to bar the
registration of the former's mark.

ACCORDINGLY, the present Petition for Review on Certiorari is DENIED. The September 12, 2024 Decision
and the July 15, 2025 Resolution of the Court of Appealsin CA G.R. SP No. 183286 are AFFIRMED.

SO ORDERED.

Caguioa, Acting C.J. (Chairperson), Inting, Dimaampao, and Singh, JJ., concur.
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En Banc].

[75] McDonald's Corporation v. LC Big Mak Burger, Inc., 480 Phil. 402, 432 (2004) [Per J. Carpio, First
Division], quoting Sta. Anav. Maliwat, 133 Phil. 1006, 1013 (1968) [Per J. J.B.L. Reyes, En Banc].

[76] Kolin Electronics Co., Inc. v. Kolin Philippines International, Inc., 896 Phil. 190, 230-231 (2021) [Per J.
Caguioa, En Banc]."The [expansion-of-trade] doctrine is typically applied in inter partes proceedings where an
opposer claims that its priority of use of a mark with respect to its goods/services should be extended to include
applicant's goods/services because they are in the natural scope of expansion of opposer's goods/services...
[B]ecause "an earlier registration does not establish priority for alater application when the goods or services are
different, "the expansion-of-trade doctrine may only be used "to prevent junior users from registering similar
marks on goods[/services] in a senior user's zone of natural expansion,” but not “to establish priority in different
goods or services)." United States Patent and Trademark Office, TRADEMARK MANUAL OF EXAMINING
PROCEDURE §1207.01(a)(v) (November 2025).

[77] Kolin Electronics Co., Inc. v. Kolin Philippines International, Inc., id at 231-232.
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[78] The 2011 PSA Household Electronics Consumption Survey reported that 12.9% of al households surveyed
used air conditioners at home. The percentage of household air conditioner use generally increased with income,
with 64.5% of households with income of PHP 100,000 and over reporting air conditioner use, compared to 2.0%
of households with income of PHP 10,000 to PHP 29,999. Philippine Statistics Authority, Philippine Statistics
Authority. 2011 HOUSEHOLD ENERGY CONSUMPTION SURVEY FINAL REPORT 22 (2011), available
online at https://library.psa.gov.ph/cgi-bin/koha/opac-retrieve-file.pl 7 d=d1c4db290049856f 85bel5cde992dd16
(last accessed on February 14, 2026).

[79] DOE Circular No. DC2020-060115 (2020), sec. 5; Implementing Guidelines of the Philippine Energy
Labeling Program for Air Conditioners.
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