G.R. NO. 159938. January 22, 2007 (Case Brief / Digest)

**Title: Shangri-La International Hotel Management, Ltd. et al. vs. Developers Group of
Companies, Inc.**

**Facts:**

1. **Initial Dispute:** Shangri-La International Hotel Management, Ltd. and other related
entities (collectively, Petitioners) and Developers Group of Companies, Inc. (Respondent)
were embroiled in a trademark infringement dispute.

2. **Trial Court Decision:** The Regional Trial Court (RTC) of Quezon City ruled in favor of
the Respondent DGCI, finding infringement on the “Shangri-La” mark and logo.

3. *Appeals Court Decision:** The Petitioners appealed to the Court of Appeals (CA), which
sustained the RTC’s decision.

4. *Supreme Court Decision:** The Petitioners elevated the case to the Supreme Court of
the Philippines. On March 31, 2006, the Supreme Court reversed the CA and RTC decisions,
dismissing the infringement complaint against the Petitioners.

5. **Motion for Reconsideration:** DGCI filed a Motion for Reconsideration, which forms the
subject of this current resolution.

**Procedural Posture:**

1. *RTC Proceedings:** RTC decided in favor of DGCI, finding trademark infringement.

2. **CA Proceedings:** CA affirmed the RTC’s decision against Shangri-La International
Hotel Management, Ltd.

3. **Supreme Court Review:** Petitioners brought the case before the Supreme Court,
which reversed the lower courts’ decisions on March 31, 2006.

4. **Motion Filed by DGCI:** Respondent DGCI filed a Motion for Reconsideration, seeking
reversal of the Supreme Court’s decision.

**Issues:**

1. **Sufficiency of Certification of Non-Forum Shopping:** DGCI challenged the sufficiency
of the certification of non-forum shopping submitted by the Petitioners.

2. *Ownership and Use of “Shangri-La” Mark and Logo:** DGCI contended Petitioners’
claims to the “Shangri-La” mark and logo were baseless.

3. ¥*Change of Theory:** DGCI argued against the Petitioners’ alleged change of theory
from ownership to potential damage.

4. **Prior Use of Marks:** Whether DGCI’s registration of the “Shangri-La” mark and logo
was valid based on the actual commercial use within the Philippines.

**Court’s Decision:**
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1. **Non-Forum Shopping Certification:** The Supreme Court found no merit in DGCI’s
contention, implying that the certification met procedural requirements.

2. **Mark Ownership and Use:** The Supreme Court reiterated its earlier stance that
Petitioners, part of the Kuok Group, were the originators and creators of the “Shangri-La”
mark and logo. The earlier registration by DGCI was marred by bad faith and did not meet
the two-month prior use requirement.

3. *¥*Change of Theory:** The Court clarified that there was no change in theory by
Petitioners. Petitioners continuously sought relief on the basis of being rightful owners or
potential sufferers of damage from DGCI’s registration.

4. **Territorial Use:** The Court upheld the principle of territoriality in trademarks but
found that DGCI's registration was flawed due to bad faith and insufficient prior use.

**Doctrine:**

The case emphasizes that under Republic Act No. 166, any person who believes they will be
damaged by the registration of a mark may seek relief, not exclusively the owner. It
reiterates the principle of territoriality in trademark law yet underscores the significance of
good faith and proper use related to registrations.

**Class Notes:**

- Elements of Trademark Infringement: Ownership, use, possibility of damage.

- Bad Faith in Trademark Registration: Registration undermined by dishonesty or deceit.

- Principle of Territoriality: Protection limited to the country where the trademark is
registered and used.

Statutory Provisions:

- ¥*R.A. No. 166, Section 2-A:** Requires actual commercial use of trademarks in the
Philippines for valid registration.

- **R.A. No. 166, Section 17:** Allows any person who believes they are or will be damaged
by registration to seek protective legal measures.

**Historical Background:**

This trademark dispute reflects the global expansion of businesses and associated
intellectual property challenges. It showcases how international corporations assert their
rights across different jurisdictions, emphasizing harmonization and clashes between local
and international trademark norms. This case feeds into the broader historical context of
global commerce impacting local legal frameworks, particularly in emerging markets like
the Philippines.
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