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### Title:
**Pribhdas J. Mirpuri vs. Court of Appeals, Director of Patents, and Barbizon Corporation**

### Facts:
1. **Initial Application and Opposition:**
–  On  June  15,  1970,  Lolita  Escobar  applied  to  register  the  “Barbizon”  trademark  for
brassieres and ladies’ undergarments.
– Barbizon Corporation, a New York company, opposed the application, claiming ownership
of a confusingly similar “Barbizon” trademark used on wearing apparel.

2. **Director of Patents’ Decision (IPC No. 686):**
– June 18, 1974: The Director of Patents dismissed the opposition and approved Escobar’s
application.
– September 11, 1974: Escobar received a certificate of registration for the trademark.

3. **Subsequent Events:**
– Escobar assigned her rights to Pribhdas J. Mirpuri (petitioner).
– 1979: The Bureau of Patents canceled Escobar’s certificate due to failure to file the
required affidavit of use.
–  May  27,  1981:  Both  Escobar  (later  assigned  to  Mirpuri)  and  Barbizon  Corporation
reapplied for the “Barbizon” trademark. Barbizon opposed Mirpuri’s application (IPC No.
2049).

4. **Opposition in IPC No. 2049:**
– Barbizon Corporation cited multiple grounds including prior use and registration of the
“Barbizon” mark internationally, fraud in previous registration, and protection under the
Paris Convention.
– Mirpuri claimed res judicata based on IPC No. 686.

5. **Director of Patents’ Decision (IPC No. 2049):**
– June 18, 1992: The Director of Patents dismissed Barbizon’s opposition citing res judicata
and granted Mirpuri’s application.

6. **Court of Appeals’ Decision:**
– Barbizon appealed, resulting in the reversal of the Director of Patents’ decision by the
Court of Appeals on April 30, 1993. The Court remanded the case for further proceedings.
– Mirpuri’s motion for reconsideration was denied on March 16, 1994.
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7. **Escalation to the Supreme Court:**
– Mirpuri petitioned the Supreme Court challenging the Court of Appeals’ decision.

### Issues:
1. **Whether the decision in IPC No. 686 constitutes res judicata regarding IPC No. 2049.**
2.  **Whether  the  Director  of  Patents  properly  applied  res  judicata  in  dismissing  the
opposition in IPC No. 2049.**
3. **Whether a judgment on the merits requires a full hearing with the presentation of
evidence.**
4. **The authority and impact of the Department of Trade and Industry’s (DTI) decision on
the business name cancellation.**
5. **Protection of trademarks under international treaties, specifically the Paris Convention,
and statutory provisions.**

### Court’s Decision:
1. **Res Judicata Applicability:**
– The Supreme Court held that IPC No. 686 was indeed a final judgment on the merits by
the Director of Patents with jurisdiction over the parties and subject matter.

2. **Judgment on the Merits:**
– The decision in IPC No. 686 was determined to be a judgment on the merits based on the
pleadings without needing testimonial or documentary evidence.
– Both parties had the opportunity to present evidence but chose to submit the case on
pleadings alone. The judgment on prior use of the trademark was thus conclusive.

3. **New Causes of Action:**
– The Supreme Court found that IPC No. 2049 introduced new causes of action and issues
not previously determined in IPC No. 686.
– IPC No. 2049 cited international use, prior registrations in various countries, fraud in the
initial registration, and protection under the Paris Convention, which were new grounds
differing from those in IPC No. 686.

4. **International Treaties:**
– Barbizon’s rights under the Paris Convention and applicable memoranda issued by the
Minister of Trade and Industry (Villafuerte and Ongpin) were recognized.
– The Court ruled that these facts and laws provided a new basis for Barbizon’s opposition,
thus res judicata did not bar these new issues.
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### Doctrine:
1. **Res Judicata:**
– The doctrine applies when a previous final judgment on the merits by a competent court
involves the same parties and subject matter, preventing relitigation in subsequent actions.

2. **International Trademark Protection:**
– The Paris Convention and related trade agreements must be enforced as they provide
rights and protections to trademark holders across member countries.
– Article 6bis of the Paris Convention, as a self-executing provision, ensures the cancellation
and prohibition of the use of well-known trademarks to protect international trademark
rights.

### Class Notes:
– **Res Judicata:** Requires a final judgment on the merits, same parties, same subject
matter, identical causes of action.
–  **Trademarks  (R.A.  8293):**  Any  visible  sign  distinguishing  goods.  Factors  such  as
international and prior use, advertisement impact, and registration history are crucial.
– **Paris Convention (Article 6bis):** Protects well-known trademarks from unauthorized
use and requires enforcement by member states.

### Historical Background:
– **Paris Convention:** Signed in 1883, revised multiple times, aims to provide a minimum
standard of protection for industrial property across member countries.
– **Intellectual Property Code of the Philippines (R.A. 8293):** Strengthens intellectual
property laws, effective January 1, 1998, replacing older statutes.
– **Global Economy:** Reflects international trade’s evolution towards liberalization and
economic  cooperation,  emphasizing  the  importance  of  intellectual  property  in  modern
commerce.


