G.R. No. 196372. August 09, 2022 (Case Brief / Digest)

**Title:** “GINEBRA SAN MIGUEL, INC. vs. DIRECTOR OF THE BUREAU OF
TRADEMARKS et al.: A Landmark Case on Trademark Genericide and Distinctiveness in the
Philippines”

**Facts:** The case revolves around the disputed trademark “GINEBRA” by Ginebra San
Miguel, Inc. (GSMI) against the Director of the Bureau of Trademarks and multiple petitions
involving Tanduay Distillers, Inc. (TDI). GSMI sought to register “GINEBRA” as a trademark
for its gin products, arguing that through continuous use since 1834, it had acquired
distinctiveness associated exclusively with GSMI. The case details a series of legal battles
on whether “GINEBRA” is a generic term for gin or a mark that had acquired secondary
meaning eligible for trademark protection.

The Bureau of Trademarks, IPO Director General, and the Court of Appeals (CA) rejected
GSMI’s application to register “GINEBRA,” ruling it as generic and therefore not
registrable. GSMI'’s petitions for review and reconsideration were denied at multiple levels,
until the Supreme Court (SC) accepted the case, reinforcing its significance and the need
for a definitive ruling.

Parallel to this, GSMI launched complaints against TDI for unfair competition and
trademark infringement over the use of “GINEBRA” in TDI's “GINEBRA KAPITAN” product.
Both the RTC and CA rulings in these related cases acknowledged the confusion created by
TDI's use of “GINEBRA” and ultimately favored GSMI, highlighting the implicit
acknowledgment of GSMI’s prior and distinctive use of “GINEBRA.”

**Issues:**

1. Whether “GINEBRA” is a generic term incapable of trademark protection.

2. Whether “GINEBRA” has acquired a secondary meaning, making it distinctive and
eligible for trademark registration.

3. Whether TDI committed trademark infringement and unfair competition in using
“GINEBRA KAPITAN.”

**Court’s Decision:**

The SC notably overturned previous decisions by recognizing the acquired distinctiveness of
“GINEBRA” through GSMI’s extensive and continuous use, backed by survey evidence
showing the mark’s strong association with GSMI among the consuming public. The Court
applied the doctrine of secondary meaning and concluded that “GINEBRA,” while possibly
generic in origin, had indeed become distinctive of GSMI’s products. On the third issue, the
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SC found TDI liable for trademark infringement and unfair competition due to the likelihood
of confusion between TDI's “GINEBRA KAPITAN” and GSMI's established “GINEBRA” mark.

**Doctrine:** This case reiterates the principle that a generic term can acquire protectable
distinctiveness through the doctrine of secondary meaning, where extensive and exclusive
use in commerce leads the consuming public to associate the term with a particular source.

**Class Notes:**

- **Generic Terms:** Terms that refer to the general category or class of products and are
not eligible for trademark protection due to their inability to distinguish the products of one
enterprise from those of another.

- **Doctrine of Secondary Meaning:** A legal doctrine that allows a descriptive or generic
term to be trademarked if it has acquired a unique meaning in the minds of the public that
identifies the products or services with a particular provider.

- ¥*Trademark Infringement:** Occurs when a party uses a mark that is identical or
confusingly similar to a registered trademark owned by another party, in a manner that is
likely to cause confusion among consumers about the source of the products or services.

- **Unfair Competition:** Engaging in deceptive, misleading, or otherwise unethical
behavior that harms another business or consumer.

- *Evidence in Trademark Cases:** Importance of expert testimony and consumer surveys
in establishing trademark rights, distinctiveness, and likelihood of confusion.

**Historical Background:** The case underscores the complexities of trademark law in the
context of words that may be seen as generic in one language but have acquired brand-
specific meaning through long-term and widespread use. It highlights the evolving nature of
trademarks in a dynamic commercial environment and the judiciary’s role in balancing the
interests of businesses with those of the public to prevent monopolization of common
language terms.
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